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ABSTRACT

ARTICLE 39 OF TRIPS: When is too much flexibility a bad thing?
By Sharon K. Sandeen, Associate Professor, Hamline University School of Law 
As has been noted by a number of participants, the negotiations leading to international agreements are mostly about getting a deal done and have little to do with ensuring that the resulting agreements are consistent with the domestic laws of the parties.  This is particularly true in trade negotiations where the focus of each party’s efforts is upon improving their comparative advantages.  For those who believe that public policy still has a role in the international law-making process, this highlights one of the benefits of international agreements that are written in broad terms.  When countries have the flexibility to adopt a range of domestic laws they are better positioned to take account of issues of local public interest that, most likely, were not the concern of the negotiators.  However, as with legislation generally, there are times when specificity is needed to illuminate the intent of the parties and ensure that it is actually carried out.  
In a perfect world, international agreements would reflect the optimal mix of flexibility and specificity.  But we don’t live in a perfect world.  In order to get a deal done, compromises must be made.  Sometimes negotiators must agree to specificity when they would prefer flexibility, and other times they must accept flexibility when they want specificity.  The Agreement on Trade-Related Aspects of Intellectual Property Law (the TRIPS Agreement) is an example of such an agreement.  Because it is the product of years of negotiation and compromise, it is too specific in some places and not specific enough in others.  Arguably, it is not specific enough in setting forth the limitations that can (and should) be imposed on intellectual property rights (IPRs). 

For long-standing public policy reasons, intellectual property laws have traditionally been designed to achieve a balance between the need to encourage innovation and creativity and prevent unfair competition and the desire to preserve and promote free competition. Assuming that the IP norms that existed prior to the TRIPS Agreement reflect this balance, then specificity is needed in the TRIPS Agreement to preserve the balance.  Unfortunately, while the TRIPS Agreement was careful to specify the scope of information that is to be protected by the intellectual property laws of WTO-member countries, it did not detail all of the limitations that can be imposed on IPRs.  This is the story of Article 39 of the TRIPS Agreement.  Because of the lack of details in Article 39 about the limits of trade secret law, there is a risk that individual countries will adopt trade secret laws that go further than is necessary to comply with the intent of the TRIPS Agreement.  
This article examines the extent to which the limitations that are imposed on U.S. trade secret law are incorporated into the language of Article 39 of the TRIPS Agreement.  It begins in Section I with an explanation of the negotiating history of Article 39.  In Section II, the language of Article 39 of TRIPS, particularly subsection 2, is compared with U.S. trade secret law in order to highlight the limitations on U.S. trade secret law that are missing from the TRIPS Agreement.  In section III, the potential consequences of failing to adopt the limitations of trade secret law are discussed.
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