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Abstract

Congress amended the federal anti-dilution statute, 15 U.S.C. §1125(c), in October of 2006.  Although the federal trademark framework has included dilution since 1996, the appropriate contours are debated by commentators and shaped in varying ways by the federal appellate courts.  In theory, dilution protects the ability of a famous trademark to serve as a unique identifier even without mentioning associated goods and services.  While most agree that famous marks have an intrinsic value to protect, the appropriate limitations to avoid overprotecting trademark rights to the detriment of free competition have eluded clear articulation.  

Recent Congressional amendment addressed numerous issues but did not resolve an issue at the heart of dilution, namely, the level of similarity that a junior mark must possess before a dilution claim is viable.  In the absence of Congressional guidance, courts have either created their own, nebulous tests or applied a similar test to that used in a trademark likelihood of confusion claim in complete disregard to the differences in theoretical underpinnings between dilution and likelihood of confusion claims.  

Intrinsic to this confusion is the failure to isolate the purpose of a dilution claim.  This article seeks to articulate that distinctive purpose, which is to protect the uniqueness of the mark rather than the traditional focus of trademark claims, such as protecting a mark’s ability to encapsulate consumer goodwill.  By rooting the doctrine in its purpose, comparison of marks in dilution doctrine has more in common with comparing works in a copyright context, which protect creative expression, than with traditional trademark principles.  I propose utilization of the two-pronged copyright test for substantial similarity in the context of dilution.  Application of this test cannot, by itself, determine that a mark is sufficient similar to blur the uniqueness of the famous mark.  However, it does provide a floor for similarity such that any mark below that floor will be sufficient dissimilar as to avoid dilution by blurring.
