PRODUCT PLACEMENT OR PURE
ENTERTAINMENT? CRITIQUING A
COPYRIGHT-PREEMPTION PROPOSAL

KRISTEN E. RICCARD

TABLE OF CONTENTS

INtroducCtion........cooiiiiiiiii 428
L Background ........c.ccoociiiiiiiiiiiii 431
A. Development of Copyright Preemption.............cc.ccoe.... 431
1. The creation of a federal copyright system.................. 432
2. The rise of state right of publicity laws......................... 435
3. Preemption debate in copyright law ...................oo. 439
B. Preemption Issue in Facenda v. NFL Films......................... 443
C. Nimmer’s Preemption Test ........ccocceevviiiniiiiniiinniinnies 444

II. ~ Nimmer’s Preemption Framework Does Not Properly
Promote the Goals of the State and Federal Legislatures...... 447
A. Three Considerations in Evaluating Nimmer’s Test ....... 448

B. Nimmer’s Test Fails to Fulfill Constitutional Objectives
Related to Creative EXpression...........cccocvvviiiiiiiinnnnnn. 451

1. The test conflicts with the goals of copyright law set
forth in the Copyright Act and the Constitution ...... 451

2. The test conflicts with First Amendment
JUTISPIUAENCE ....cvviiiiiiiiiiiic 453

3. The test fails to properly balance the interests
served by the federal copyright law and state

PUDLCIty 1aws ....cocviiiiiiiiiiiiii 454
C. Problems Applying Nimmer’s Test to Current Media..... 455
D. Problems Applying Nimmer’s Test to Facenda................. 456

* Senior Staff Member, American University Law Review, Volume 59; ].D.
Candidate, May 2010, American University, Washington College of Law; B.S. American
History and Communications, 2007, Northwestern University. 1 want to express my
sincere thanks to all the members of the American University Law Review staff for their
assistance during the writing and editing process. I would also like to dedicate this
Comment to my parents, Tom and Dana Riccard. Thank you, Mom and Dad, for the
endless love, encouragement, and guidance that you have provided throughout my
educational career.

427



428 AMERICAN UNIVERSITY LAW REVIEW [Vol. 59:427

III.  Recommending a Modified Preemption Framework That

Draws Upon Trademark Jurisprudence ..........c.ccccoooveviinnnnn 458

A. The Recommended Test Incorporates Trademark
Law’s Concern for a Consumer’s Perspective.................. 458

B. The Recommended Framework Promotes the
Interests of the Copyright Owners and Celebrities ......... 461

C. Application of Recommended Test to Copyright-
Preemption Disputes .........cccccvviiiniiiiiniiiniiiiiie, 464
CONCIUSION ..ot 466

INTRODUCTION

He wears an Omega watch,' drives an Aston Martin car,” drinks
Smirnoff vodka,” and toasts with Bollinger Champagne. As the image
of the suave James Bond comes to mind, consider: are James Bond
films purely entertainment, or are they another form of commercial
advertisement?’ These films show just one example of how our
modern media environment blurs the line between commercial
advertisements and entertainment works.’

Technological advancements in media and the rise of product
placement advertising” make it nearly impossible to determine
whether media producers are feeding us information for advertising

1. See Derrick Daye & Brad VanAuken, James Bond Brand Shaken By Product
Placement, BRANDING STRATEGY INSIDER, Oct. 23, 2008, http://www.branding
strategyinsider.com/2008/10/james-bond-shak.html (noting that James Bond
“has been wearing an Omega watch since 1995’s Goldeneye, when the brand started
paying for product placement”).

2. See id. (explaining that consumers link the James Bond character to Aston
Martin automobiles).

3. See Lacey Rose, James Bond: Licensed to Sell, FORBES.COM, Nov. 16, 2006,
http://www.forbes.com/2006/11/16/bond-movie-advertising-tech-media-cx_Ir_
1116bond.html (pointing out that Smirnoff vodka is just one of many product
placement advertisements associated with the James Bond films).

4. See 1 MELVILLE B. NIMMER & DAvVID NIMMER, NIMMER ON COPYRIGHT
§ 1.01[B][3][b][iv][I], at 1-88.2(11) (rev. ed., 2009) (attempting to distinguish
works that are commercial from works that are “entertainment works used for their
own sake”).

5. See Rose, supra note 3 (explaining that Sony’s focus on highlighting a few key
products throughout the James Bond film, Casino Royale, “reflects a larger trend in
Hollywood” to find increasingly more creative ways to promote products in their
entertainment works); see also id. (highlighting that companies were likely to spend
3.07 billion dollars in paid placement advertising in 2006, which was up thirty-nine
percent from 2005).

6. See Stephanie Clifford, Bravo Shows Move Further Into Licensing Products,
N.Y. TiMES, Apr. 13, 2009, at B3 (revealing that Bravo will increase the amount of
products it includes in its shows and will begin to receive a percentage of the sales of
those products).
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purposes or creative expression for our thoughtful consideration.’
Despite this difficulty, the ability to separate entertainment from
commercial advertising is a critical element in a recently proposed
solution to a long-standing dilemma in copyright law’ put forth by
copyright expert David Nimmer.’

Nimmer relies on this entertainment and commercial distinction
in his framework for deciding when a federal copyright claim should
preempt” a competing state right of publicity claim." Right of
publicity laws allow celebrities to retain a property interest in the
commercial use of their personalities, an interest that can conflict
with the rights of copyright owners.” However, as the James Bond
films demonstrate, it is increasingly difficult to determine whether a
work is made for a commercial or entertainment purpose.

Neither Congress nor the Supreme Court has a clear standard to
determine when a federal copyright claim should trump a state right
of publicity claim.” The ongoing failure to clarify preemption in

7. See Amit M. Schejter, Product Placement as an International Practice: Moral,
Legal, Regulatory and Trade Implications, 3 (Oct. 2004), http://web.si.umich.edu/
tpre/papers/2004/304/product%20placement%20tprc.pdf (mentioning that “[t]he
Center for Media & Democracy calls it a ‘[f]orm of advertisement, without disclosing
it to the receiving party’”).

8. See infra Part 1.C (discussing David Nimmer’s proposed test for solving
copyright preemption by categorizing copyrighted works as those used for
entertainment purposes or those used merely for commercial advertisements).

9. See, e.g., Schuyler Moore, Straightening Out Copyright Preemption, 9 UCLA ENT.
L. Rev. 201, 203 (2002) (explaining that “[t]he treatise Nimmer on Copyright is the
bible of copyright law . . . [and] it is rare to find a decision dealing with copyright
where that treatise is not cited.”). David Nimmer is the son of the late Melville B.
Nimmer who first published the Nimmer on Copyright Treatise in 1963. Irell &
Manella LLP, David Nimmer, http://www.irell.com/professionals-51.html (last
visited Dec. 1, 2009). Since 1985, David Nimmer has continued to update and revise
the treatise created by his father. Id.

10. See 16A AM. JUR. 2D Constitutional Law § 243 (1998) (equating the term
preempting with superseding, and explaining that the Supreme Court sets forth
multiple tests to determine if a federal law should supersede a competing state law
claim).

11.  See infra Part 1.C (outlining Nimmer’s preemption test, which asks courts to
distinguish between commercial and entertainment uses of a copyrighted work).

12. See, e.g., Toney v. L’Oreal USA, Inc., 406 F.3d 905, 907 (7th Cir. 2005)
(weighing the right of a celebrity to control the use of her photograph with the right
of the copyright owner of the photo to use it on a bottle of hair care product);
Wendt v. Host Int’l, Inc., 197 F.3d 1284, 1288 (9th Cir. 1999) (Kozinski, J.,
dissenting) (disputing the right of George Wendt to limit production of copyrighted
animatronic figures of his Cheers character); Midler v. Ford Motor Co., 849 F.2d 460,
462 (9th Cir. 1988) (allowing Bette Midler’s right of publicity interest to defeat a
copyright owner’s interest in producing a song that mimicked her voice).

13.  See Joseph P. Bauer, Addressing the Incoherency of the Preemption Provision of the
Copyright Act of 1976, 10 VAND. J. ENT. & TECH. L. 1, 2 (2007) (“[Tlhere are literally
hundreds of federal and state decisions interpreting this [copyright preemption]|
provision, which can charitably be described as inconsistent and even incoherent.”).
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copyright law threatens to undermine the uniform application of
federal copyright law,” and it may reduce the incentive for
individuals to produce copyrighted works."”

Despite the need for clarity in the copyright-preemption debate,”
this Comment will argue that courts should not rely on Nimmer’s
preemption framework because it does not promote the objectives of
the Constitution or provide a consistent method to determine when a
federal copyright claim should defeat an opposing right of publicity
claim. Instead, courts should incorporate elements from trademark
law’s test for similarity to resolve copyright-preemption disputes.

This Comment will demonstrate the problems with Nimmer’s
framework by focusing on the United States Court of Appeals for the
Third Circuit’s decision in Facenda v. NFL Films, Inc.” Given the
ambiguous state of preemption in copyright law" and the discrepancy
across courts,” the Third Circuit could not turn to consistent case
precedent when it faced this duel between the state and federal
claims.”  The court, therefore, relied primarily on Nimmer’s
proposed solution to this preemption issue to decide if a copyright
claim should withstand the competing state right of publicity claim.”

14.  See id. at 23 (explaining that the Copyright Act seeks to provide uniform
rights to all copyright owners, but the conflicting outcomes across circuit courts with
relation to preemption claims serve to undermine this goal).

15.  Cf. Jennifer E. Rothman, Copyright Preemption and the Right of Publicity, 36 U.C.
Davis L. Rev. 199, 212 (2002) (arguing that upholding right of publicity claims
severely harms copyright holders because it undermines their ability to produce
derivative works, which, in turn, “limits both their creative potential and their ability
to fund their work”).

16.  See Bauer, supra note 13, at 23 (noting that the different outcomes courts
reach when applying the preemption doctrine is contradictory to the purpose of the
Copyright Act).

17. 542 F.3d 1007 (3d Cir. 2008).

18.  See infra Part 1.A.3 (explaining how the lack of clarity within the language of
the preemption clause of the Copyright Act leads to conflicting ideas of when state
rights should be preempted).

19. See Trotter Hardy, Contracts, Copyright and Preemption in a Digital World,
1 RicH. J.L. & TECH. 2, § 24 (1995), http://law.richmond.edu/jolt/v1il /hardy.html
(pointing out that, even though the authors of the Copyright Act included the
preemption clause in an effort to avoid any confusion as to preemption, the
preemption doctrine “has experienced at best an inconsistent interpretation by the
courts”).

20. See Facenda, 542 F.3d at 1029 (beginning the analysis of the conflict
preemption claim by outlining Nimmer’s framework rather than relying on case
law).

21. The court reasoned:

Does a contract acknowledging a right-of-publicity for defendant’s copyright
in a work containing a plaintiff’s identity mean that the defendant may use
that work in any way it sees fit? David Nimmer has proposed a two-part
framework for handling cases at the intersection of copyright, the right of
publicity, and contract.



2009] PRODUCT PLACEMENT OR PURE ENTERTAINMENT? 431

Nimmer proposes that copyrights used for commercial advertising
purposes, and not for pure entertainment, should not preempt a
state right of publicity claim.” Using Nimmer’s structure, the Third
Circuit held that a sports broadcaster’s right of publicity claim
trumped the National Football League’s (NFL) competing copyright
claim because the NFL used its copyrighted film for commercial
benefit.”

Part I of this Comment describes the development of federal
copyright law and state right of publicity laws and further explains the
failed attempt of the federal preemption clause to provide a clear
standard for copyright preemption. It then discusses Nimmer’s
solution to this ambiguous area of the law. Part II examines the goals
of the Federal Copyright Act, federalism, and First Amendment law
to argue that Nimmer’s test both fails to fulfill these goals and is
difficult to apply to preemption disputes in our modern media-
saturated society. Finally, Part III proposes a more pragmatic
solution to resolve preemption issues by adopting a test for similarity
from trademark law. This Comment concludes that copyright-
preemption disputes can be resolved by considering the consumer’s
perspective on the reasonable expectations of celebrities and
copyright owners.

I. BACKGROUND

A.  Development of Copyright Preemption

The conflict that arises between a right of publicity claim and a
copyright claim stems from a larger debate about the balance
between state and federal powers.” This section explains the
fundamental tension between the state and federal legislatures in the
specific area of copyright law. Examining the development of federal
copyright protection and state right of publicity laws helps explain

Id.

22.  See 1 NIMMER & NIMMER, supra note 4, § 1.01[B][3][b][iv][I], at 1-88.2(10)-
(11), (14)-(15) (explaining that there should not be any issue of conflict
preemption if the courts simply distinguish between utilizations that are commercial
or “for the purposes of trade,” and those uses that are entertainment, and therefore,
part of the exclusive rights of copyright owners).

23.  See Facenda, 542 F.3d at 1030 (deciding that the 22-minute NFL film was
promotional in nature and “akin to advertising,” and therefore concluding that
preemption was inappropriate according to Nimmer’s framework).

24. See Rothman, supra note 15, at 204 (noting that “[t]he right of publicity
conflicts . . . with explicit provisions of the Copyright Act”).
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this preemption debate and reveals why the preemption dispute in
Facenda prompted the Third Circuit to rely on Nimmer’s framework.

1. The creation of a federal copyright system

The Federal Copyright Act of 1976 (Copyright Act)® grants authors
copyright protection for their works in order to incentivize the
production of new creative works.” The goal of the Copyright Act is
to promote public knowledge and awareness by increasing the
production of “original works of authorship™ available for the
public’s consideration.”  Such “original works of authorship™
include a wide range of media, such as movies, literature,
architecture, television shows, and sound recordings.”

However, Congress recognized the need to provide some reward to
creators, authors, and producers in exchange for their investment in
order to encourage individuals to spend time and money producing
original works for public access.” Therefore, the Copyright Act

25. See 17 U.S.C. §§ 101-1332 (1976) (amending the first Federal Copyright Act
enacted in 1790).

26. See Feist Publ’ns, Inc. v. Rural Tel. Serv. Co., 499 U.S. 340, 349 (1991)
(opining that the goal of copyright law is not to merely reward authors for their
labor, but rather “[t]o promote the Progress of Science and useful Arts” (quoting
U.S. CoNsT. art. I, § 8, cl. 8)).

27. 17 US.C. § 102 (2006) (“Copyright protection subsists, in accordance with
this title, in original works of authorship fixed in any tangible medium of expression,
now known or later developed, from which they can be perceived, reproduced, or
otherwise communicated, either directly or with the aid of a machine or device.”).

28. See U.S. CONST. art. I, § 8, cl. 8 (noting that the purpose of creating a federal
system of copyright and patent law was “[t]o promote the Progress of Science and
useful Arts, by securing for limited Times to Authors and Inventors the exclusive
Right to their respective Writings and Discoveries”).

29. 17 U.S.C. § 102; see also Feist, 499 U.S. at 345 (explaining that, in order for a
work of authorship to qualify as original, it must be “independently created by the
author . .. [and] possess[] at least some minimal degree of creativity”).

30. See 17 US.C. § 102 (setting forth eight categories of works that are
considered the subject matter of copyright: (1) literary works, (2) musical works,
(8) dramatic works, (4) pantomimes and choreography, (5) pictorial, graphic, and
sculptural works, (6) motion pictures and audiovisual works, (7) sound recordings,
and (8) architectural works).

31. See Bauer, supra note 13, at 11 (explaining that “[a] principal reason for
affording copyright protection” is to encourage the creation of original works of
authorship); Rothman, supra note 15, at 204 (explaining that copyright “strive[s] to
protect creative artists and to provide incentives for them to create”). The
Association of Research Libraries notes that:

[T]he law was meant to provide an incentive to authors, artists, and scientists
to create original works by providing creators with a monopoly. At the same
time, the monopoly was limited in order to stimulate creativity and the
advancement of science and the useful arts through wide public access to
works in the public domain.
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grants copyright owners exclusive rights in their copyrighted works.”
These exclusive rights allow the copyright holder to control the
current and future uses of the work.” This control creates a system of
economic rewards for copyright owners because they can charge
others for access to, and use of, the work.” Examples of economic
benefit include: licensing fees for radio stations, ticket sales to
theatrical productions, and purchases of film scripts.35 Thus, the
Copyright Act maintains an economic framework that rewards the
copyright owner and the public.”

Not only does the copyright owner have incentives to share the
original work with the public, but the Copyright Act also provides
incentives for the creation of derivative works,” which are based upon
the original copyrighted work.” Derivative works may qualify for
their own copyright protection,” and in such cases the copyright

Association of Research Libraries, Copyright Timeline: A History of Copyright in the
United  States (2007), http://www.arl.org/pp/ppcopyright/copyresources/
copytimeline.shtml (internal quotations omitted).

32. See17 U.S.C. § 106 (2006) (granting exclusive rights to copyright owners for a
limited time, such as the right to display, perform, distribute, reproduce, and
prepare derivative works of the original copyrighted work).

33. See, e.g., Gracen v. Bradford Exch., 698 F.2d 300, 302 (7th Cir. 1983)
(asserting that the copyright holder has the right to control and produce derivative
works). In that case, the owners of the copyright in the Wizard of Oz character,
Dorothy, could maintain an action for copyright infringement if the plaintiff did not
authorize the defendant’s production of plates painted with the image of Dorothy.
1d. at 303.

34. See Rothman, supra note 15, at 204 (explaining that one rationale for
copyright protection is that it combines artistic and economic values, including the
right to license the work, convey it to others, and gain remedies against others who
inappropriately use the work without consent of the copyright owner); see also Hardy,
supra note 19, 1 5 (asserting that copyright owners can only make a profit from their
work if they can be assured that only a minimal amount of copying of their works will
occur if they release them to the public domain).

35. Cf Christian Copyright Licensing International, The Church Copyright
License Annual Fee-U.S., http://www.ccli.com/WhatWeOffer/LicenseFees.aspx
(last visited Dec. 1, 2009) (listing the various fees that are charged to churches for
access to the copyrighted sermons available for broadcast).

36. See Robert A. Kreiss, Accessibility and Commercialization in Copyright Theory,
43 UCLA L. Rev. 1, 14 (1995) (“The copyright system seeks to promote the public
benefit of advancing knowledge and learning by means of an incentive system . . .
[and t]he economic rewards of the marketplace are offered to authors in order to
stimulate them to produce and disseminate new works.”).

37. See17 U.S.C. § 106 (2006) (providing the copyright owner with the exclusive
right “to prepare derivative works based upon the [original] copyrighted work”).

38. See id. (defining a derivative work as “a work based upon one or more
preexisting works, such as a translation, musical arrangement, dramatization,
fictionalization, motion picture version, sound recording, art reproduction,
abridgment, condensation, or any other form in which a work may be recast,
transformed, or adapted”).

39. See Durham Indus., Inc. v. Tomy Corp., 630 F.2d 905, 909 (2d Cir. 1980)
(clarifying that the original aspects of a derivative work can receive copyright
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owner maintains exclusive rights over the derivative and the original
work.” This exclusive control over the production of derivative works
serves as an additional economic incentive for copyright owners to
create new works."'

To keep pace with technological advancements,” courts have
broadened the scope of works that qualify for copyright protectlon
For example, computer software," videogames,” and movie clips” are
eligible to receive copyright protection.  Copyright protection
extends to works that incorporate a high degree of technological
processes, and the exclusive rights granted to authors are far-
reaching.” The applicability of copyright law to a very broad range of

protection, but only if the originality is “more than trivial,” and the derivative work
does not infringe on the scope of the exclusive copyrights in the original work).

40. See Gracen v. Bradford Exch., 698 F.2d 300, 302 (7th Cir. 1983) (noting that a
derivative work may qualify for copyright protection; however, it must have sufficient
creativity and be based on a copyrightable work, and only the new creative aspects in
the derivative work may be copyrighted). In that case, the defendant’s paintings of
the Dorothy character from the Wizard of Oz were not sufficiently independently
creative to qualify for their own copyright protection. Id. at 305.

41. See Rothman, supra note 15, at 210 (arguing that, because derivative works are
a “major source of income” for copyright owners, the right to prepare derivative
works is a “vital element in encouraging the production of new work”).

42. The House Report on the general subject matter of copyright explained
that:

[T]he history of copyright law has been one of gradual expansion in the

types of works accorded protection . . . [and] scientific discoveries and
technological developments have made possible new forms of creative
expression that never existed before. . . . Authors are continually finding new

ways of expressing themselves, but it is impossible to foresee the forms that
these new expressive methods will take.
H.R. REP. NO. 94-1476, at 51 (1976), reprinted in 1976 U.S.C.C.A.N. 5659, 5664.

43. See Association of Research Libraries, supra note 31 (stating that the
Copyright Act was revised in 1976 due to the changes in technology that affected how
works could be copied and “what constituted an infringement”).

44. See Apple Computer, Inc., v. Franklin Computer Corp., 714 F.2d 1240, 1249
(8d Cir. 1983) (considering a computer program a type of “literary work” that should
therefore receive protection under the Copyri%ht Act of 1976).

45. See M. Kramer Mfg. Co. v. Andrews, 783 F.2d 421, 435-36 (4th Cir. 1986)
(expressly disagreeing with the lower court by holding that a video game based upon
a copyrighted blackjack card game was within the subject matter of copyright—in the
form of an audiovisual work—because of the creative expression that goes into
creating the shape, sounds, format, and layout of the game).

46. See Video Pipeline, Inc. v. Buena Vista Home Entm’t, Inc. 342 F.3d 191, 194,
207 (3d Cir. 2003) (holding that Disney had an exclusive right to manage the clips
from portions of its movies, and thus could prevent Video Pipeline from streaming
segments of these movie clips online).

47. See generally Grant Gross, IP conference:  Copyright Has Gone Too Far, THE
REGISTER, Nov. 16, 2001, http://www.theregister.co.uk/2001/11/16/ip_conference_
copyright_law_has/ (discussing how the Digital Millennium Copyright Act (DMCA)
gives a handful of media companies “an enormous additional amount of control”
because it allows for copyright owners to impose digital rights management
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creative works means that copyright holders have a long chain of
economic reward and control.”

Although this incentive system in copyright law is not unique to the
United States,” it deviates from some European countries in how
much protection it affords to authors of a work.” In some European
countries, the author is the only person that can originally own the
copyright in the work, and the author maintains a right to receive
royalties for any future uses of the tangible work.” However, in the
United States, the copyright owner can be distinct from the author of
the work.”™ In copyrighted works for hire or collaborative works, the
individual author does not necessarily own the copyright for the
entire work.” Furthermore, the owner can sell the copyright in the
work separately from the tangible work.” As such, the copyright
holder may have the power to control the fate of a work that derives
from another author.” This distinction between artist and copyright

5

techniques and provides that copyright infringers might also be sentenced to jail
time for hacking into protected internet web pages).

48. See, e.g., Gracen v. Bradford Exch., 698 F.2d 300, 301 (7th Cir. 1983)
(allowing the copyright holders of the Wizard of Oz to sue for infringement when
replicas of its characters were painted on a series of plates); see also Brett
Barrouquore, Seuss Lawyers Stop Holiday Who-ville in Louisville, SFGATE, Nov. 25, 2008,
http://www.sfgate.com/cgi-bin/article.cgi’f=/n/a/2008/11/25/national /
a0633255899.DTL  (granting the copyright owners of Dr. Seuss’s “Who-ville”
characters an injunction against the city of Louisville to prevent the city from using
the Seuss characters in a Christmas parade).

49. See, e.g., Association of Research Libraries, supra note 31 (mentioning that the
federal system of copyright law in the United States is modeled after Great Britain’s
copyright system).

50. See generally Open Access to Scholarly Information: Copyright, http://open-
access.net/de_en/general_information/legal_issues/copyright/ (last visited Dec. 1,
2009) (explaining the differences between the American legal framework and that
employed by Germany).

51. See id. (detailing that, in Germany, copyright ownership vests with the author
and seeks to protect “the economic and moral interests of the author”); see also
2 Nimmer & Nimmer, supra note 4, § 8C.04[A][1] (explaining that the copyright
laws of France and other European countries recognize a right called droit de suite,
which “is the right of an artist to 'follow' or participate in the proceeds realized from
the resale of the tangible embodiment of her work”).

52. See 17 U.S.C. § 202 (2006) (clarifying that “[o]wnership of a copyright, or of
any of the exclusive rights under a copyright, is distinct from ownership of any
material object in which the work is embodied”).

53. See, e.g., Recording Artist’s Project at Harvard Law School, Copyright Basics,
http://cyber.law.harvard.edu/rap/copyright (last visited Dec. 1, 2009) (warning
artists that in a work for hire, the creator “owns nothing”).

54. See17 U.S.C § 202 (explaining that transfer of ownership of the material work
does not mean a transfer of ownership of the copyright—they are separate and
distinct).

55. See, e.g., Laws v. Sony Music Entm’t Inc., 448 F.3d 1134, 1144-45 (9th Cir.
2006) (deciding that Sony owned the copyright to the song in which the artist sang,
and thus Sony could use segments of the song in future sound recordings).
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owner is important to keep in mind when discussing the right to
control the distribution of copyrighted works.

2. The rise of state right of publicity laws

Despite this broad federal copyright system,” copyright owners do
not maintain a monopoly over the use of their works.” Various legal
claims, such as the fair use doctrine in copyright™ and the application
of state laws,” limit the ability of copyright owners to have absolute
control over the use of their creative expressions.” In particular, the
court-developed right of publicity doctrine limits, and arguably
conflicts with, copyright owners’ ability to fully exercise their
exclusive rights.”

A right of publicity, now codified in many states,” allows an
individual to protect against the unauthorized commercial use of his

56. See H.R. REP. NO. 94-1476, at 51 (1976), reprinted in 1976 U.S.C.C.A.N. 5659,
5664 (recognizing that the coverage of subject matter of copyright in the current
federal copyright statute is very broad and may be further broadened).

57. See Hardy, supra note 19, 1 5 (“Protection does not have to be, and will never
be, absolute. That is, once a work of authorship is released to the public, as a
practical matter some uncontrolled copying is possible and even likely.”).

58. The fair use doctrine states that:

Notwithstanding the provisions of sections 106 and 106A, the fair use of a
copyrighted work, including such use by reproduction in copies or
phonorecords or by any other means specified by that section, for purposes
such as criticism, comment, news reporting, teaching (including multiple
copies for classroom use), scholarship, or research, is not an infringement of
copyright.

17 U.S.C. § 107 (2006).

59. See, e.g., Video Pipeline, Inc. v. Buena Vista Home Entm’t, Inc., 210 F. Supp.
2d 552, 568-69 (D. N.J. 2002) (holding the exclusive rights to creative expression
afforded by federal copyright law did not preempt the defendant’s state law
conversion and replevin claims seeking the return of tangible property).

60. See Bauer, supra note 13, at 4688 (discussing how state law breach of contract
claims, unjust enrichment claims, and right of publicity claims are not necessarily
preempted by a competing federal copyright claim).

61. See Haelan Labs., Inc. v. Topps Chewing Gum, Inc., 202 F.2d 866, 868
(2d Cir. 1953) (creating the term “right of publicity” in the opinion written by Judge
Jerome Frank); see also Joseph R. Grodin, Note, The Right of Publicity: A Doctrinal
Innovation, 62 YALE L.J. 1123, 1126-28 (1953) (explaining that the right of publicity,
developed in the Haelan case, offers celebrities an additional remedy beyond breach
of contract and tort in order to protect the commercial benefit of their personas).

62. See Cornell University Law School Legal Information Institute: Publicity,
http://topics.law.cornell.edu/wex/Publicity (last visited Dec. 1, 2009) (noting that
only around half the states have right of publicity statutes); see also Landham v. Lewis
Galoob Toys, Inc. 227 F.3d 619, 622 (6th Cir. 2000) (noting that “[t]he right of
publicity is a creature of state common law and statute and originated as part of the
common-law right of privacy”).
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or her identity.” This right of publicity derives from an individual’s
right of privacy in tort law.” However, as Judge Jerome Frank opined
in 1953,” the right of publicity is separate and distinct from the right
of privacy because the publicity right concerns the public exposure of
an individual’s identity for commercial benefit.” Today, this state
right is similar to an intellectual property right because it details a
right of control over an identity.” This state right is primarily
claimed by celebrities to prevent the unauthorized use of their
images for advertising purposes.” This Comment will refer to the
right of publicity claimant as the “celebrity” because the individual
must be an actor, singer, or other type of well-known entertainment
figure.”

The goal of the right of publicity is to prevent another person from
benefitting from the unauthorized use of a celebrity’s identity.”
An infringement of this right is distinct from a false advertising claim
arising under trademark law because it does not require that the

63. See, e.g., 42 PA. CONS. STAT. ANN. § 8316 (West 2007) (allowing any person
whose “name or likeness has commercial value” to bring an action to prevent the
unauthorized commercial use of such name or likeness).

64. See, e.g., James Chadwick & Roxana Vatanparast, The Copyright Act’s Preemption
of Right of Publicity Claims, 25 COMM. LAw. 3, 3 (2008) (mentioning that the law was
“historically treated as a species of the tort of invasion of privacy”).

65.  See Haelan, 202 F.2d at 868 (announcing for the first time a right of publicity
that is separate from a right of privacy).

66. See Grodin, supra note 61, at 1127 (“[Haelan] gave protection to persons’
commercial interest in their personality [sic] independent of their privacy interest.
[TIn so doing, Haelan implied that such commercial interest, aside from any privacy
interest, might justify legal protection of an individual against unauthorized use of
his name or picture.”).

67. See Chadwick & Vatanparast, supra note 64, at 3 (“[Right of publicity] claims
are now generally recognized as involving a form of intellectual property, particularly
in connection with celebrities who assert not a ‘right to be left alone,” but rather the
right to control and profit from the use of their names and images.”).

68. See Lee Goldman, Elvis Is Alive, But He Shouldn’t Be: The Right of Publicity
Revisited, 1992 BYU L. REv. 597, 597 (1992) (“The most common invocation of [the
right of publicity] occurs when a third party appropriates a celebrity’s name or
likeness for endorsement purposes, for the sale of memorabilia, or in connection
with artistic or literary works.”).

69. See Grodin, supra note 61, at 1127 (noting that this right was developed
particularly for famous persons due to the need to protect the monetary interest in
their personalities).

70. The Supreme Court noted in Zacchini v. Scripps-Howard Broadcasting Co.:

The rationale for protecting the right of publicity is the straightforward one
of preventing unjust enrichment by the theft of good will . . . [and] no social
urpose is served by having the defendant get free some aspect of the
plaintiff that would have market value and for which he would normally pay.
433 U.S. 562, 576 (1977) (quoting Harry Kalven, Jr., Privacy in Tort Law—Were Warren
and Brandeis Wrong?, 31 LAW & CONTEMP. PROBS. 326, 331 (1966)).
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celebrity be falsely associated with a commercial product.7l Instead,
the right of publicity is concerned with any use of a celebrity’s
identity, and it seeks to prevent others from unjustly benefitting from
the use of that identity.” In 1977, the Supreme Court recognized this
right of publicity in Zacchini v. Scripps-Howard Broadcasting Co.” by
allowing a “human cannonball” performer to recover damages from a
broadcasting company after the company videotaped the performer’s
entire act without authorization.” In addition to protecting the
celebrities’ identities from unauthorized use, the Court also noted
other justifications for this state right, including the need to
encourage celebrities to invest time and money to make their
performances interesting to the public.”

Courts’ willingness to uphold a right of publicity claim is on the
rise.” These claims do not necessarily require that any tangible
aspect of the celebrity’s identity was misused;” simply conjuring up
the celebrity’s identity may be enough to infringe a celebrity’s right
of publicity.” The Ninth Circuit went so far as to uphold Vanna

71. See Parks v. LaFace Records, 329 F.3d 437, 460 (6th Cir. 2003) (explaining
that, unlike a claim for false advertising under trademark law, a right of publicity
claim does not require evidence that a consumer is likely to be confused); see also 1 J.
THOMAS MCCARTHY, THE RIGHTS OF PUBLICITY AND PRIVACY § 5:19, at 437 (2d ed.
2009) (pointing out that a false endorsement claim requires a false inference that
the plaintiff approves of the product).

72.  See Zacchini, 433 U.S. at 573-75 (explaining that a celebrity should have the
right to benefit from his creative work, and another should not be able to share the
performance with the public while denying the celebrity’s right to commercial
benefit).

73. 433 U.S. 562 (1977).

74. See id. at 563-64 (noting that the length of the entire clip was fifteen
seconds).

75. See id. at 576 (highlighting that “the protection provides an economic
incentive for him to make the investment required to produce a performance of
interest to the public”).

76. See Rothman, supra note 15, at 204-05 (mentioning that conflicts between
copyright and right of publicity claims are on the rise because “right of publicity
actions have proliferated and the right has expanded to cover ‘persona’).

77. See White v. Samsung Elecs. Am. Inc., 971 F.2d 1395, 1399 (9th Cir. 1992)
(clarifying that a right of publicity claim does not require actual use of the
individual’s name, image, or likeness, but instead whether the facts taken together as
a whole are sufficient to suggest the capture of the individual’s identity).

78. See, e.g., Wendt v. Host Int’], Inc., 125 F.3d 806, 811 (9th Cir. 1997) (reversing
and remanding a grant of summary judgment because issues of material fact existed
as to whether the defendant’s creation of animatronic characters of Wendt, based
upon his character in the television show Cheers, violated his right of publicity);
see also White, 971 F.2d at 1399 (ruling that a robot character wearing a long gown,
blonde wig, and large jewelry and turning a wheel similar to that in Wheel of Fortune in
a commercial advertisement sufficiently conjured up White’s persona to raise issues
of fact on whether her right of publicity was infringed, thereby making summary
judgment inappropriate).
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White’s right of publicity claim against Samsung Electronics when
Samsung’s commercial included a robotic character that spun a
wheel and wore a blonde wig.” With the strengthening of this right,
celebrities now have some say in the fate of the works in which their
personalities are captured, even if a copyright in the work is owned by
another. Thus, the copyright owner’s traditional power to control
the original use, future use, and licenses of a copyrighted work is now
sliding into the grip of the individual celebrity.” Where the celebrity
and the copyright owner have different agendas and expectations for
the copyrighted work, courts look to the purposes and interests
served by the federal and state laws to decide which claim to uphold.”

3. Preemption debate 